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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 10 July 2009 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 6,8-21 and 23-31 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 6,8-21 and 23-31 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on July 10, 2009 has been entered. 

2. Claims 6, 8-21, and 23-3 1 are pending. 

Response to Arguments 

3. Applicants' arguments filed July 10, 2009 have been fully considered but they are not 
persuasive. 

4. Applicants argue that Claims 6, 8-21 and 23-31 are not hybrid claims. However, the 
Examiner respectfully disagrees. The claims are referring to both a product and a process. It is 
true that the system may include a processor for executing instructions; however, the STS of 
claim 6 does not include a processor executing instructions for storing the personal identifying 
information. 

5. Applicants disagree with the Double Patenting rejection of claim 10. However, as 
expressed in the Office Action, since claim 1 of US Patent No. 7349871 performs similar 
functions claim 10 of the present invention. Thus, it would have been obvious to a person of 
ordinary skill in the art to modify the present invention by removing the additional elements 
recited resulting essentially in the same invention. It is well settled that the omission of an 
element and its function is an obvious expedient if the remaining elements perform the same 
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function as before. In re Karison, 136 USPQ 184 (CCPA 1963). Also note Ex parte Rainu, 168 
USPQ 375 (Bd. App. 1969). Thus, omission of a reference element whose function is not 
needed would be obvious to one of ordinary skill in the art. 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 6, 8-21, and 23-3 1 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

8. Claims 6, 8-21, and 23-3 1 are considered hybrid claims. See MPEP §2173.05(p) II. 

In particular, the claims are directed to neither a "process" or a "machine" but rather 
embrace or overlap two different statutory classes of invention as set forth in 35 U.S.C. §101.. 
For example, claim 10 recites " A system." In light of this evidence, one of ordinary skill in the 
art could reasonably interpret these recitations as express intent by Applicant(s) to claim a 
product claim. Alternatively, claim 10 also recites " the STS stores". One of ordinary skill in the 
art could also reasonably interpret these recitations as express intent by Applicant(s) to claim a 
process claim. In light of this conflicting evidence, a person of ordinary skill in the art could 
reasonably interpret claim 10 to be drawn to both a product or process. Therefore in accordance 
with §2173.05(p) II which states that a single claim must be drawn to either a product or process 
(but not both) and because a potential competitor of Applicant(s) would not know whether 
possession alone of the claimed structure constituted infringement, or alternatively, if 
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infringement required the execution of the recited method steps, the claims are indefinite. If 
Applicant(s) overcome this particular 35 U.S.C. §112, 2 nd paragraph rejection, the related 35 
U.S.C. §101 rejection will also be withdrawn. For examination purposes, the Examiner will 
interpret claims 1 1-20 as claims directed to a product only. 

9. Claim 10 recites " a first party consumer mobile device for a consumer and comprising a 
computer processor that executes: independent of the second and third parties generating. . .". 
However, it is unclear what the processor is executing? Is it executing instructions? 

10. Claim 10 recites "a second party merchant device for a merchant and comprising a 
computer processor that executes: generating...". However, it is unclear what is being executed? 

Claim Rejections - 35 USC § 101 

11. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

12. Claims 6, 8-21, and 23-3 1 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non- statutory subject matter. 

35 USC 101 requires that in order to be patentable the invention must be a "new and useful 
process, machine, manufacture, or composition of matter, or any new and useful improvement 
thereof (emphasis added). The applicants claims mentioned above are intended to embrace or 
overlap two different statutory classes of invention as set forth in 35 USC 101. The claims begin 
by discussing a system, but subsequently the claims then deal with the specifics of a method (the 
steps) executed by the processing means (see above rejection of claims under 35 USC 1 12, 
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second paragraph, for specific details regarding this issue). "A claim of this type is precluded by 
the express language of 35 USC 101 which is drafted so as to set forth the statutory classes of 
invention in the alternative only", Ex parte Lyell (17 USPQ2d 1548). 

Double Patenting 

13. Claim 10 is rejected on the ground of nonstatutory obviousness-type double patenting as 
being unpatentable over claim 1 of U.S. Patent No. 7349871. Although the conflicting claims 
are not identical, they are not patentably distinct from each other because U.S. Patent No. 
7349871 discloses all the features of claim 1 0 except the concept of using a key to secure the 
view. Since the claim recited in U.S. Patent No. 7349871 and the present invention performs a 
similar function, it would have been obvious to a person of ordinary skill in the art to modify the 
present invention by removing the additional element resulting essentially in the same invention. 
It is well settled that the omission of an element and its function is an obvious expedient if the 
remaining elements perform the same function as before. In re Karison, 136 USPQ 184 (CCPA 
1963). Also note Ex parte Rainu, 168 USPQ 375 (Bd. App. 1969). Thus, omission of a 
reference element whose function is not needed would be obvious to one of ordinary skill in the 
art. 

Allowable Subject Matter 

14. The claims would be allowable if rewritten or amended to overcome the rejection(s) 
under 35 U.S.C. 1 12, 2nd paragraph, 35 USC 101, Double Patenting rejection, set forth in this 
Office action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jalatee Worjloh whose telephone number is 571-272-6714. The 
examiner can normally be reached on Monday - Friday 10:00 -6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Calvin Hewitt II can be reached on 571-272-6709. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300 for regular 
communications and 571-273-6714 for Non-Official /Draft. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Jalatee Worjloh/ 

Primary Examiner, Art Unit 3685 



